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DETAILED ACTION 

1 . According to paper filed on April 1 , 2009, the applicants have filed a RCE and 
furthermore, have amended claim 23. 

2. Claims 23-37 are pending in the application. 

Response to Arguments 

3. Applicant's arguments filed on April 1 , 2009 have been fully considered but they are 
not persuasive regarding enablement rejection of instant claims 23, 24, 26 and 28-33. 
The applicants have submitted a declaration to overcome enablement rejection of 
instant claim 27. In regard to claims 23, 24, 26 and 28-33, the examiner does not agree 
with the applicants arguments that the specification is enabling for treating every known 
and yet unknown disease conditions associated with constriction of smooth muscle 
cells. There is no teaching or suggestion present in the instant specification regarding 
any other disease condition associated with the constriction of smooth muscle cells 
besides asthma and arterial hypertension. 

Conclusion 

4. The enablement rejection of claims 23, 24, 26 and 28-33 is maintained for the 
reasons of record. 

NEW GROUNDS OF REJECTION 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 



The specification sliall contain a written description of the invention, and of the manner and process of 
malting and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which it is most nearly connected, to mal<e and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 23, 24, 26 and 28-33 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The instant specification mentions 
only arterial hypertension and asthma as the disorders or pathologies which are linked 
to smooth muscle cell constriction ( see page 2, lines 10-15 ) . However, there is no 
written description of any other disease condition or pathologies which are linked to 
constriction of smooth muscle cells. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 23, 24, 26 and 28-33 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

In claims 23, 24, 26 and 28-33, the specific pathology or disease conditions which are 
associated with the constriction of smooth muscle cells are not defined. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person liaving ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set fortli in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), tliat are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 1 . Claims 23-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over Becq 
(U.S. Patent 6,630,482 ). 

Becq discloses benzoquinolizinium compounds ( see columns 1 1-13 ) for treating 
obstructions of bronchial routes and cardiovascular diseases ( see column 4, lines 12- 
15 ). Becq meets all the limitations of instant claims except that it does not mention 
treating pathology associated with the constriction of smooth muscle cells. However, 
disease conditions such as asthma and arterial hypertension are encompassed by the 
terms — obstructions of bronchial routes and cardiovascular diseases, respectively -— . 
Therefore, it would have been obvious to one skilled in the art to treat asthma and 
arterial hypertension with reasonable expectation of success since Becq teaches utility 
of benzoquinolizinium compounds for treating obstructions of bronchial routes and 
cardiovascular diseases. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charanjit S. Aulakh whose telephone number is 
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(571 )272-0678. The examiner can normally be reached on Monday through Friday, 
8:30 A.M. to 5:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janet Andres can be reached on (571 )272-0867. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Charanjit S. Aulakh/ 

Primary Examiner, Art Unit 1625 



